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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Tim P. Horwood, et al. 



Serial No.: 



10/606,605 



Art Unit: 3751 



Filed: 



June 26, 2003 



Examiner: Phillips, Charles E. 



For: 



PORTABLE SPA 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

PETITION UNDER 37 C.F.R. § 1.47(a) AND/OR TO ALLOW ONE INVENTOR/ASSIGNEE TO 



Applicant and joint inventor, Tim P. Horwood hereby petitions the Patent Office to be allowed to 
continue prosecution of the above-referenced patent application by responding to the Election 
Requirement dated March 19, 2004. As explained herein and in the other documents contemporaneously 
being filed by Mr. Horwood, Mr. Horwood has complied with all the requirements of 37 C.F.R. § 1.47(a) 
and/or has taken all actions reasonably required to be entitled to continue this prosecution. 

In any case, Applicant Horwood respectfully submits that, under the circumstances of this 
application and as described herein, the instant application should not be abandoned but instead should 
continue with substantive examination and (hopefully) eventual issuance. 

The circumstances supporting continued prosecution by Mr. Horwood are at least somewhat 
reflected in the existing PTO records in this application, and include at least the following: 



CONTINUE PROSECUTION 



Sir: 



09/22/2004 SSESHE1 00000055 10606605 



Certificate of Express Mailing 



02 FC:1460 



130.00 OP 
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the United States Postal Service as Express Mail Post Office to 
Addressee service mail, postage prepaid, in an envelope 
addressed lo tl\& Commissioner for Patents, P.O. Box 1450, 
Alexarraria, yirgijhifin22313-1450, on the date below. 
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1 . The application for this case is supported by a declaration signed by all three joint inventors. 
The present issue therefore relates to continuing prosecution and representation of those 
inventors, rather than a lack of a signed declaration regarding inventorship and related 
matters. 

2. One of the three joint inventors, John E. Pope, assigned all right title and interest in and to the 
parent application (09/491,361), as well as any future continuation applications (including the 
above-identified '605 continuation application), to the other two joint inventors, Mr. 
Horwood and Keith W. Lovell. That assignment was recorded on January 26, 2000 at 
Reel/Frame 010553/0625). (Declaration of Tim P. Horwood, Ex. A). 

3. Due to a dispute between the two remaining inventors/nominal assignees (Mr. Horwood and 
Mr. Lovell), their previous counsel (Craig S. Summers of the Knobbe Martens firm) 
withdrew from representation of Applicants. That withdrawal is reflected in the PTO Notice 
Regarding Change of Power of Attorney in this application, mailed by the PTO on or about 
July 14, 2004. 

4. Despite Mr. Horwood's efforts to resolve the dispute with joint inventor Lovell, Mr. Lovell 
has at all times been unwilling to reach any reasonable resolution, and therefore remains 
effectively unavailable for coordinated representation in this continuing prosecution. Among 
other things, Mr. Lovell has refused to provide any instructions regarding the pending 
application. 

In support of this petition, the applicants submit the following: 

1 . Declaration of Tim P. Horwood 

2. Petition for Five (5) Months' Extension of Time with required $1005.00 fee; and 

3. The $130.00 petition fee required under 37 C.F.R. 1.17(h), for the present Petition. 
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DISCUSSION 

Applicant and joint inventor, Tim Horwood, is filing this petition because joint inventor Lovell is 
refusing to continue participating in the prosecution of this application. Rather than allow the application 
to go abandoned, Mr. Horwood is asking to be given control to prosecute the application without Mr. 
Lovell's involvement, or at least to be allowed to keep alive the application so that the opportunity for 
appropriate patent protection is not lost via abandonment. To date, Mr. Lovell has not responded to 
communications from Mr. Horwood regarding this issue (see attached Horwood Dec, Exhibit B). Mr. 
Lovell has been provided with a copy of a proposed Response to the March 19* Election Requirement, 
but refuses to acknowledge same, or give Mr. Horwood any instructions regarding same. 

Since Mr. Lovell is "refusing to participate" in the prosecution, Mr. Horwood is attempting to 
proceed without Mr. Lovell, rather than allow the application to go abandoned. It appears that 37 G.F.R. 
§ 1.47 may cover or be relevant to this type of situation (at least by analogy). That 37 C.F.R. § 1.47 
appears to be directed to situations in which one inventor refuses to sign the Declaration in the origina l 
filing of a patent application. In the present '605 application, however, all inventors have signed the 
Declaration. Applicant respectully requests that the PTO allow him to proceed without active 
participation by his joint inventors, as opposed to holding the application to be abandoned. 

In this regard, Mr. Lovell and Mr. Horwood entered into an agreement on or about August 8, 
1999, regarding the above-referenced portable spa. An informal document regarding that agreement 
provided that Mr. Lovell and Mr. Horwood have equal ownership of the invention, agree to any changes, 
decisions, and compensate the other for any time and/or money spent in regard to the invention, and each 
has the right of first refusal if the other should want to sell his share of the invention. That informal 
agreement appears to be silent regarding what is to be done if Mr. Lovell and Mr. Horwood are unable of 
agree on certain issues such as prosecution of the application. No further writings apparently were made 
to modify that agreement. The parties proceeded with filing a patent application, which issued as U.S. 
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Pat. No. 6,584,624 on July 1, 2003, and with the present related application. Although Mr. Lovell and 
Mr. Horwood have subsequently had some verbal discussions and/or agreements regarding various 
issues, they have reached an impasse as to other issues, leading to the aforementioned withdrawal of Mr. 
Summers from this application and to the need for this action by Mr. Horwood to keep alive the 
application. Details of Mr. Horwood's efforts to obtain Mr. LovelFs cooperation are included in other 
documents filed herewith. 

Based on the foregoing, Applicant Horwood respectfully requests that the application be kept 
"alive" and not abandoned, and that prosecution of the application continue in accordance with the 
Response to Election Requirement filed herewith. 

The Commissioner is hereby authorized to charge any underpayment of fees associated with this 
communication, or credit any overpayment, to Deposit Account No. 08-2624. 



Respectful lysubm itted, 




Date: 



J. Mark Holland (Re|. No. 32,416) 
Mark A. PellegrirtiXfteg. No. 50,233) 
J. Mark Holland & Associates, 



a Professional Law Corporation 
3 Civic Plaza, Suite 210 
Newport Beach, California 92660 
Telephone: 949-718-6750 
PTO Customer Number 2 1 ,259 



JMH:LMB:mad 
Enclosures 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: Tim P. Horwood, et al. 



Serial No.: 



10/606,605 



Art Unit: 3751 



Filed: 



June 26, 2003 



Examiner: Phillips, Charles E. 



For: 



PORTABLE SPA 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



DECLARATION OF TIM P. HORWOOD 



Sir: 



The undersigned, being advised that willful false statements and the like are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code, and that 
such willful false statements may jeopardize the validity of the application (or document) or any 
resulting registration, hereby states the following: 

1 . My name is Tim P. Horwood. I am a joint inventor of the above-identified patent 
application, filed under U.S. App. No. 10/606,605, along with Keith W. Lovell and 
John E. Pope. 

2. The above-identified patent application is a continuation of U.S. Patent Application 

Ser. No. 10/137,929 filed May 2, 2002 (which issued as U.S. Patent No. 6,584,624 on 

or about July 1, 2003) (the '929 application). That '929 application was a 

Certificate of Express Mailing 
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continuation of U.S. Patent Application Ser. No. 09/491,361, which was filed on or 
about January 26, 2000 (and which is now abandoned) (the '361 application). 

3. In that first '361 application, Mr. Pope assigned all right, title and interest in and to 
the '361 application, as well as any future continuation applications, to Mr. Lovell 
and myself. That assignment was recorded on or about January 26, 2000 at 
Reel/Frame 010553/0625). A true and correct copy of that Assignment is attached 
hereto as Exhibit A. 

4. After that January 2000 filing of the original '361 application, Mr. Lovell and I 
proceeded with prosecution of that application and the related continuation '929 
application (including through issuance of that '929 application in July 2003), as well 
as the June 2003 filing of the current related/pending '605 application. Since 
approximately August 2003, however, Mr. Lovell and I no longer maintain a cordial 
relationship due to, among other things, a disagreement regarding maintenance of that 
issued U.S. Patent No. 6,584,624 (from the '929 application) and prosecution of this 
further continuation application (the '605 application). 

5. Since those disagreements arose, both Mr. Lovell and I directly, and the attorney 
(Craig Summers) who had been representing Mr. Lovell and me in connection with 
the '624 patent (issued from the '929 application), made repeated various efforts to 
resolve those disagreements. Following the PTO's Election Requirement (dated March 
19, 2004), our previous attorney Mr. Summers advised that he could not continue 
representing both Mr. Lovell and me in this application, because of those disagreements 
and the apparent/actual conflict of interest they caused. Consequently, Mr. Summers 
withdrew as our attorney in connection with this application, which withdrawal I 
understand was effective just a few weeks ago, on or about July 2004. I understand 
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that Mr. Lovell is aware of all of the foregoing facts, including the withdrawal by Mr. 
Summers. 

6. In view of the foregoing, I have retained another firm, J. Mark Holland & Associates, 
regarding the conflict between Mr. Lovell and me and specifically in order to prevent 
the pending '605 application from going abandoned. 

7. Mr. Lovell is married to my sister, and the disagreement has affected communications 
within and among our family. Mr. Lovell has made it clear to me that he and his wife 
(my sister) do not want to see me, and he has stated that he would try to physically 
harm me if I came by to see him. Notwithstanding those threats, I made numerous 
attempts to discuss and resolve the matter with Mr. Lovell through our attorney, Craig 
Summers. When those attempts were not successful, on or about September 10, 
2004 1 wrote a letter to Mr. Lovell confirming my understanding of the status of the 
March 2004 Election Requirement and the response deadline of September 19, 2004 
in relation thereto. A true and correct copy of that correspondence is attached as 
Exhibit B. 

8. As shown in Exhibit B, I sent that letter to the last known address I have for Mr. 
Lovell, namely: 8 Navajo Trail, Phillips Ranch, California 91766. In view of the 
short time remaining before the deadline for response, I caused that letter to be sent to 
Mr. Lovell by both facsimile and hand delivery. Regarding that hand delivery, one of 
my employees, Nicholas F. Peloso, delivered the letter by hand to Mr. Lovell's wife 
(my sister) on September 10, 2004 (as shown by Mr. Peloso's sworn affidavit 
attached as Exhibit C), and saw Mr. Lovell drive up as Nicholas F. Peloso was 
leaving the premises after that delivery. Regarding sending it via facsimile, I 
attempted to send the letter but the facsimile was unsuccessful at the number I 
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thought was his current facsimile. In any case, I have not received any response from 
Mr. Lovell. 

9. I was hoping that Mr. Lovell would have reconciled with me (he chose the 
separation), and would be able to talk with me but time (for the PTO deadline) has 
run out. Mr. Lovell knew that time was running out but never contacted me. 

10. As described above, I have made diligent efforts to obtain instructions from my co- 
inventor, Keith Lovell, regarding filing the aforementioned Election Requirement and 
responding to same. Mr. Lovell has not responded or advised of his position 
regarding same. 

1 1 . Based on the foregoing, and in order to prevent the present application from going 
abandoned, I requested that Mr. Holland's firm prepare and file a response to the 
Election Requirement. 

I declare under penalty of perjury that the foregoing is true and correct. 





Tim P. Horwood 
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ASSIGNMENT 



WHEREAS 4e Tim P. Horwood, a Canadian citizen, residing at 14733 Willow Creek Lane, Chino Hilk. CA 
Q1709 n SSed States citizen, residing at 8 Navajo Trail Lane, Pomona, CA 91766, and John E Pope a 

t nhed US* Z^rXfoZ* 14300 Clinton Street, #4, Garden Grove, CA 92843, have invented certain new and useful 

SPA for which we have executed an application for Letters Patent m the United States, on 

even date herewith; 



AND VTHEf 
right, title, and interest : 



VS, Keith W. Lovell and Tim P. Horwood (hereinafter "ASSIGNEES"), desire to acquire the entire 
l and to the said improvements and the said Application; 



AND WHEREAS, John E. Pope desires to transfer his entire right, title and interest in and to the said 
improvements and the skid Application to ASSIGNEES; 



NOW, THE 
other good and valua 
acknowledge that we h 
set over, unto the said 
throughout the world i 
continuations thereof, 
extensions thereof, and 
hereafter be filed for s 
which may be granted 
renewals and reissues 
any Official of any co 
aforesaid, to issue all L 
and assigns, in accorda 



FORE, in consideration of the sum of One Hundred Dollars ($100.00) to me in hand paid, and 
le consideration, the receipt of which is hereby acknowledged, I, John E. Pope, do hereby 

e sold, assigned, transferred and set over, and by these presents do hereby sell, assign, transfer and 
ASSIGNEES their successors, legal representatives and assigns, the entire right, title, and interest 
» to and under the said improvements, and the said Application and all divisions renewals and 
|nd all Letters Patent of the United States which may be granted thereon and all reissues and 

11 rights of priority under Internadonal Conventions and applications for Letters Patent, which may 
id improvements in any country or countries foreign to the United Sates, and a 1 Letters Patent 
or rid improvements in any country or countries foreign to the United States and al extensions 
' ereof and I hereby authorize and request the Commissioner of Patents of the United States, and 
.try o'r countries foreign to the United States, whose duty it is to issue patents on applications as 
tters Patent for said improvements to the said ASSIGNEES, their successors, legal representatives 
Ice with the terms of this instrument. 



AND I HEREBY covenant and agree that I will communicate to the said ASSIGNEES, *eir successors legal 

tlL^USfc » |d 0,c »d ASSIGNEES, drf, legal ,ep Me » B «iv e , and aas.gna, t. .tan and e„lb,ca 

proper patent protectionjfor said improvements in all countries. ^ 

IN TESTIMONY WHEREOF, I hereunto set my hand and seal th«-><£ J dayaf -?^^ 




John E. Pope 



STATE OF CA^ipbe-^^ =j| 

COUNTYOF 0-E^4 J 

On Jqo ^UfgS before me, U. *W; . Personally appeared John F Pope 

ilu ^L. to Tml (or prov ed to me on the basis of satisfactory evidence) to be the person(s) whose name(s) is/are 
personally known M^pwJ » ™ ^ gd ^ same ^ his authori2 ed ca P acity(.es), and 

instrument. 



WITNESS my hand and official seal. 



[SEAL] 

H:\DOCS\CSS\CSS-l 875.DC 
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ary Signature 



Notary PiibDc — Cattfomta \ 
'Sgf&BWI Orange County f 

nJSHS^ Mv Comm. Expires Ma? 17. 2001 j 
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KNOBBE , MARTENS 
CRAIG S. SUMMELS 
620 NEWPORT CENTER DRIVE 
SIXTEENTH FLOOI 
NEWPORT BEACH, CA 96220 



UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



THE ENCLOSED DC 
THE U.S ? PATENT 
AVAILABLE AT TF E 
REFERENCED BELCW 



PLEASE REVIEW 
INFORMATION 
PRESENT IN THE 
FIND ANY ERRORS 
CONTACT THE 
PLEASE SEND 
ASSIGNMENT 
SUITE 320, 



ASSIGNOR: 

POPE f JOHN E 



ASSIGNEE: 

LOVELL , KEITh W. 
8 NAVAJO TRApL LANE 
P OMON A t CAju j 



ASSIGNEE: 

HORWOOD, TIM 
14733 WILLOW 



V 



PTAS 

, OLSON & BEAR, LLP 



UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS ANO TRADEMARKS 
Washington, D.C. 20231 



lllilllllllffllWIlIlllll 

*101272232A* 



CUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 



4LL INFORMATION CONTAINED ON THIS NOTICE. THE 
COrfrAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 

PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. 
RECUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE , 
DIVISION, BOX ASSIGNMENTS , CG-4, 1213 JEFFERSON DAVIS HWY, 
WASHINGTON, D.C. 20231. 



REEL/FRAME: 010553/0625 
NUMBER OF PAGES : 2 



RECORDATION DATE: 01/26/2000 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) . 

DOC DATE: 01/21/2000 



FORNIA 91766 



W^n". 



CHINO HILLS, CALIFORNIA 91709 



P. 

CREEK LANE 



SERIAL NUMBER: 39491361 FILING DATE: 01/26/2000 
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Tim P. Horwood 

Central Ave. Chino. CA 91710 (909) 606-8884 Fax$ (909) 606-8820 



September 10, 2004 



Mr. Keith Love' 
8 Navajo Trail 
Phillips Ranch, 



DA 91766 



RE: PENDING U.S. PAT. APPLICATION 
SER. NO. 10/606, 605 



Dear Keith: 



I hope all is we 



I am contacting 
you a copy of tl e 
since Craig's lei :er 
abandoned. I dop 



1 have retained 
pending Office 
to do. 



Due to the time constraints 
very tied up nex : 



I feel that puttinjg 
the time, effort, 
besadtoaband n 
stronger and mqre 



Please let me: 



patent applicati< a 
application, you 



SENT VIA HAND-DELIVERY 09.10.04 
SENT VIA FAX 09.10.04 



with you, Shirlee and the girls. 

you regarding our patent application. I understand that Craig Summers sent to 
Office Action received in March. I haven't heard from you in the many months 

Time is running out to respond and if something doesn't happen it will go 
't want to abandon our patent application. 



new patent attorney, J. Mark Holland & Associates. He said he can answer the 
Action and I would like to have him do that. I want to know what you would like 



lUiWUUUlw to draw up the response and any related papers, and the fact that I am 
week, there really is no more time left for contemplation. 



things aside regarding our relationship and the past is very important. With all 
money and heartache we and our families have put into this invention, it would 
it Let's both at least have a chance at making our patent coverage even 
complete. 



to bw within fortv-eight hours of today's date f 9/1 0/04) if you wish to abandon our 



hx or you wish to answer it. If you want to continue to own one-half of this patent 
will need to pay one-half of my fees (Attorney fees, filing fees, etc.). 
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September 10, 2[j)04 
Page Two 



If you choose to 
keep you apprise jd 



hire your own Attorney please let me know. I will fax you correspondence to 
at what is going on with the patent. 



Just for your inf 
will be forced to 
ownership of th< 



resj onse. 



I await your 
Sincerely, 

Tim P. Horwooc 

cc: 



rmation, if you do not respond within forty-eight hours of this official notice, I 
answer the Office Action alone and I will pay all fees, thus taking foil 
new patent. 



J. Mark Kolland & Associates 
3CivicIlaza, Ste.210 
Newport Beach, CA 92660 
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AFFIDAVIT 



State of California 
County of San Bernardino 



I, Nicholas F. Peloso, hand-delivered to Mrs. Shirlee Lovell, a 2-page letter from 
Tim P. Horwood regarding Pending U.S. Patent Application, Ser. No. 10/606, 
605. 1 hand-delivered this 2-page letter on September 10, 2004, at approx. 2:15 
p.m., at address 8 Navajo Trail, Phillips Ranch, CA 91766. 




Nicholas F. Peloso Date 



Sworn and subscribed before me this JtazJi d ay of t^kAsU&zj} j 
A.D. 2004. ^ 




/I 'Date 





JEANHTTE F, WIEDEMANN 
Commbston# 1460004 
Notary PubBc-CoHtomto | 
San Bernardino County 
My Comm. Expires Jan 31. 



mo county r 
E>«Jan3^ 200a> 
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Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

t$J REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



